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DETAILED ACTION 

1 . Claims 1 - 1 8 are currently pending. 

Election/Restrictions 

2. Applicant's election with traverse of Group I, claims 1-8 and 17 and the extraction of 
claim 3 for the species in the reply filed on August 16, 2010 is acknowledged. The traversal is 
on the ground(s) that the two groups of invention do not lack unity because Maes (US 
2008/0213202) does not show lack of unity because it is directed to a different invention than 
that claimed. Specifically, Maes is directed to a topical composition while the current invention 
is directed to a composition for treating obesity. This is not found persuasive because a 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. The composition taught by Maes is capable of performing the intended 
use claimed by applicant. Thus, a difference in intended use is not sufficient to show that the 
two inventions have a linking special technical feature. 

Applicant also argues that the two invention do not lack unity because the lack of unity 
was not found in the PCT application. However, national stage examination is not bound by the 
findings during the prosecution of the PCT. Thus, this argument is not persuasive. 

In addition, applicant argues that the election of species requirement should be withdrawn 
because it would not be burdensome to search both species. However, establishment of burden 
is not required to find a lack of unity. Furthermore, a search of both species would be considered 
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burdensome because each species requires separate consideration and search. Applicant also 
argues that the lack of unity does not apply to dependent claims if the independent claims avoid 
the prior art. However, the independent claims are not considered to avoid the prior art as 
discussed below. 

The requirement is still deemed proper and is therefore made FINAL. 

3. Claims 4, 9-16 and 18 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention and species, there being no allowable generic 
or linking claim. 

4. Claims 1-3,5-8 and 17 are examined on the merits. 

Specification 

5. The use of the trademark ssniff has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Claim Objections 

6. Claim 1 is objected to because of the following informalities: "catechins" is misspelled 
in line 5, "forskohlii" is misspelled in line 6, "flavonoids" is misspelled in line 10. Appropriate 
correction is required. 
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7. Claims 2, 3, 5-8 and 17 are objected to because of the following informalities: the claims 
should read "The formulation" rather than "A formulation". Appropriate correction is required. 

8. Claims 2 and 8 objected to because of the following informalities: the claims should read 
"further comprising" rather than "including" because additional ingredients are added to the 
composition of the parent claim. Appropriate correction is required. 

9. Claims 5-7 and 17 are objected to because of the following informalities: "gallate" is 
misspelled. Appropriate correction is required. 

10. Claim 8 objected to because of the following informalities: "laurylsulphate" should be 
"lauryl sulphate". Appropriate correction is required. 

1 1 . Claim 17 is objected to because of the following informalities: "catechins" is misspelled. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-3, 5-8 and 17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

12. Claim 1 is indefinite because the meaning of "vegetable extracts" in line 1 is unclear. 
The ingredients in the composition are not vegetables. Thus, it is unclear what "vegetable 
extracts" is referring to. Claim 1 is also indefinite because the definition of "associated 
metabolic syndrome" is unclear. In addition, claim 1 is indefinite because it is unclear if the 
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percentages of catechins, diterpene forskolin, caffeine, caffeoylquinic acids, and flavonoids are 
by weight or volume. 

13. Claim 2 is indefinite because it is unclear if the use of "vegetable extract" is intended to 
lend a structural characteristics to the white kidney bean extract. 

14. Claim 3 is indefinite because it is unclear what temperatures are encompassed by "low" 
temperature. In addition, the Markush language in the claim is unclear. It is not clear what 
elements can be selected as alternatives. It is not clear if the claim intends to state two 
alternatives, specifically that the extract is obtained by water and ethyl acetate or water 
extraction at low temperature and under reduced pressure. 

15. Claims 5-7 are indefinite because it is unclear if the EGCG percentages are by weight or 
volume. 

16. Claim 8 is indefinite because the Markush language in the claim is unclear. It is not 
clear if the claim requires excipients, surfactants, and anti-caking agents or if the claim only 
requires one of these. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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17. Claims 1, 3, 5-8 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Liao (US 6,610,749), Majeed (US 5,804,596), Gow (US 7,279,184), de la Harpe (US 6,251,888), 
and BE 1009545. 

Liao teaches using isolated EGCG extracted from green tea to reduce body weight. The 
composition contains ingredients such as cellulose and magnesium stearate. The EGCG is 
extracted using the method taught in Liao et al. (Biochem. Biophys. Res. Commun. (1995), vol. 
214, pp. 833-838) which extracts the green tea using water and ethyl acetate (see "Materials", p. 
834 of Liao et al. and columns 12 and 14 of the patent document). Isolated EGCG as taught by 
Liao is a green tea extract that is 100% EGCG; thus, the green tea extract meets the limitations of 
applicant's claims. 

Majeed teaches using 1 to 40% forskohlin extracted from Coleus forskohlii to promote 
lean body mass. 

Gow teaches using Ilex paraguariensis (yerba mate) extract to induce weight loss (see 
first full paragraph of column 23). The extract can contain 0.8% caffeine and 2.8% chlorogenic 
acid (3-Caffeoylquinic acid) (see Table 2, SFE C02 extract). This amount of caffeine and 
caffeoylquinic acid meets the limitations of applicant's claims. 

De la Harpe teaches using Betula pubescens to increase lean body mass and reduce body 
fat (see claims 42 and 43). The composition also contains ingredients such as microcrystalline 
cellulose and magnesium stearate (see column 6, lines 2 and 23). B. pubescens is synonymous 
with B. alba (see www.botanicalxom^otanica{/mgmh/b/bircom43.html ). The reference does not 
teach that the B. pubescens contains at most 3% flavonoids. However, BE '545 teaches using 
birch leaves to provide a slimming effect (see English abstract). Thus, an artisan of ordinary 
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skill would reasonably expect that birch leaves would be useful in the composition taught by de 
la Harpe. This reasonable expectation of success would motivate the artisan to modify de la 
Harpe to include the use of birch leaves. Applicant's specification states that birch leaves contain 
2-3% flavonoids (see paragraph 0009). Thus, the birch as suggested by de la Harpe and BE '545 
meet the limitations of claim 1 . 

These references show that it was well known in the art at the time of the invention to use 
the claimed ingredients in compositions that would treat obesity. It is well known that it is prima 
facie obvious to combine two or more ingredients each of which is taught by the prior art to be 
useful for the same purpose in order to form a third composition which is useful for the same 
purpose. The idea for combining them flows logically from their having been used individually 
in the prior art. 

Based on the disclosure by these references that these substances are used in 
compositions that would treat obesity, an artisan of ordinary skill would have a reasonable 
expectation that a combination of the substances would also be useful in creating compositions to 
treat obesity. Therefore, the artisan would have been motivated to combine the claimed 
ingredients into a single composition. No patentable invention resides in combining old 
ingredients of known properties where the results obtained thereby are no more than the additive 
effect of the ingredients. See MPEP section 2144.06, In re Kerkhoven, 626 F.2d 846, 850, 205 
USPQ 1069, 1072 (CCPA 1980), Ex parte Quadranti, 25 USPQ2d 1071 (Bd. Pat. App. & Inter. 
1992). 

The references do not specifically teach adding the ingredients in the amounts claimed by 
applicant. The amount of a specific ingredient in a composition is clearly a result effective 
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parameter that a person of ordinary skill in the art would routinely optimize. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). The references teach that each of the claimed ingredients is a 
pharmaceutically active ingredient. An artisan of ordinary skill would routinely modify the 
amount of pharmaceutically active ingredients based on the patient's age, weight, gender, and 
condition. Therefore, an artisan would have been motivated to modify the amount of each 
ingredient in the combination in order to formulate a product that best achieves the desired 
results set forth in the references. Thus, absent some demonstration of unexpected results from 
the claimed parameters, this optimization of ingredient amount would have been obvious at the 
time of applicant's invention. 

It is noted that applicant's specification contains data comparing the results of the 
individual ingredients in comparison with the combined ingredients. However, this data is not 
considered to render the claimed invention patentable based on unexpected results because the 
specification does not explain why the results shown are considered to be synergistic rather than 
additive as required by MPEP section 716.02 (a) or how the data are commensurate in scope 
with the broadly claimed invention (see MPEP section 716.02 (d)). 
18. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Liao (US 
6,610,749), Majeed (US 5,804,596), Gow (US 7,279,184), de la Harpe (US 6,251,888), and BE 
1009545 as applied to claims 1, 3, 5-8 and 17 above, and further in view of Chokshi (US 
2003/0059403). 
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The teachings of Liao, Majeed, Gow, de la Harpe, and BE '545 are discussed above. The 
references do not specifically teach using white kidney bean extract in the composition. Chokshi 
teaches using white kidney bean extract to induce weight loss (see paragraphs 45, 82 and 
claims). These references show that it was well known in the art at the time of the invention to 
use the claimed ingredients in compositions that would treat obesity. It is well known that it is 
prima facie obvious to combine two or more ingredients each of which is taught by the prior art 
to be useful for the same purpose in order to form a third composition which is useful for the 
same purpose. The idea for combining them flows logically from their having been used 
individually in the prior art. 

Based on the disclosure by these references that these substances are used in 
compositions that would treat obesity, an artisan of ordinary skill would have a reasonable 
expectation that a combination of the substances would also be useful in creating compositions to 
treat obesity. Therefore, the artisan would have been motivated to combine the claimed 
ingredients into a single composition. No patentable invention resides in combining old 
ingredients of known properties where the results obtained thereby are no more than the additive 
effect of the ingredients. See MPEP section 2144.06, In re Kerkhoven, 626 F.2d 846, 850, 205 
USPQ 1069, 1072 (CCPA 1980), Ex parte Quadranti, 25 USPQ2d 1071 (Bd. Pat. App. & Inter. 
1992). 



19. No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Coe Hoffman whose telephone number is (571) 272-0963. 
The examiner can normally be reached on Monday-Thursday, 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on (571) 272-0775. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Susan Coe Hoffman/ 

Primary Examiner, Art Unit 1655 



